ApplnNo. 10/680,045 

Amendment dated March 17, 2009 

Reply to Office Action dated December 17, 2008 

Docket No. BOC9-2003-0032 (401) 

REMARKS/ARGUMENTS 

These remarks are made in response to the Office Action of December 17, 2008 
(Office Action). As this response is filed within the three-month statutory period, no fee 
is believed to be due. However, the Examiner is expressly authorized to charge the any 
fees for maintaining pendency of this Application to Deposit Account No. 14-1437. 

Claims Rejections - 35 USC § 103 

Claims 1-2 and 4-7 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Published Patent Application No. 2002/0169840 to Sheldon, et al. (hereinafter 
Sheldon) in view Non-Patent Literature "RE: Too Many "Out of Office AutoReply" by 
Lemson (hereinafter Lemson) and in further view of U.S. Patent No. 6,393,494 to 
Dieterman (hereinafter Dieterman) and European Patent Office Published Application 0 
605 106 to Hosmer (hereinafter Hosmer). Claim 3 was rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Sheldon in view of Lemson and Dieterman, and in further 
view of Hosmer and Non-Patent Literature "Managing Instant Messaging Users" by 
Boyce (hereinafter Boyce). 

Applicant respectfully disagrees with the rejections and thus has not amended the 
claims. Claims 22-30 have been added. The added claims are fully supported by the 
original disclosure and no new matter has been introduced. 

Aspects of Applicants ' Invention 

It may be helpful to reiterate certain aspects of Applicant's invention prior to 
addressing the cited references. One embodiment of the invention, as typified by Claim 
1, is a method of communicating over a communications network. 

The method can include defining a first list specifying one or more electronic 
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message sources to which automated reply electronic messages are allowed to be sent, the 
first list being determined by a user of an electronic communication client and stored in a 
first database communicatively linked to the electronic communication client; defining a 
second list specifying one or more electronic message sources to which automated reply 
electronic messages are allowed to be sent, the second list being determined by a system 
administrator and stored in a second database communicatively linked to the electronic 
communication client and to an electronic communication server; and defining a set of 
rules specifying which one of the first list and the second list dominates in an event of a 
conflict. 

The method also can include receiving an electronic message from a source; after 
the electronic message being received by the user, comparing the source of the received 
electronic message with the sources in the first and second stored lists; sending an 
automated reply electronic message if the source matches a source in both the first and 
second lists; not sending an automated reply electronic message if the source does not 
match any source in the first and second lists; and determining whether or not to send an 
automated reply electronic message using the set of rules specifying which one of the 
first list and the second list dominates in the event of a conflict if the source only matches 
a source in one of the first and second lists. 

See, e.g., Specification, paragraphs [0018], [0023] and [0033] -[0036]. 

The Claims Define Over The Prior Art 

It was asserted in the second paragraph on page 1 1 of the Office Action that the 
combination of Sheldon, Lemson, Dieterman, and Hosmer has thus taught a first list 
determined by a client specifying whom to send automated electronic reply messages to 
(Sheldon: [0047]), a second such list defined by an administrator (Lemson: Pg. 1, final 
paragraph, continuing on to pg. 2: "The intent is to allow the administrator to be able to 

8 



{WP560104;1} 



ApplnNo. 10/680,045 

Amendment dated March 17, 2009 

Reply to Office Action dated December 17, 2008 

Docket No. BOC9-2003-0032 (401) 

set a policy of 'no out-of-office messages to random people on the Internet, but do allow 
them to go to our certain partners'."), and defining a set of rules specifying which among 
a first list and a second list dominates if a conflict occurs (Hosmer: Abstract). 

As already discussed in previous responses, a list of "accepted" e-mail addresses 
as disclosed in Sheldon is different from a list of "automated reply" e-mail addresses in 
the present invention. "Accepted" e-mail addresses refer to addresses from which the 
user wishes to accept e-mails, whereas "automated reply" e-mail addresses refer to 
addresses to which automated reply electronic messages are allowed to be sent. It is 
noted that an e-mail address may be in the list of "accepted" e-mail addresses, but not 
necessarily in the list of e-mail addresses to which an auto-reply message is allowed to be 
sent. In other words, a user may wish to receive messages from a particular e-mail 
address, but not to send an auto-reply message to this e-mail address. 

It was asserted in the second paragraph on page 6 of the Office Action that in 
Sheldon the email may be placed in a "deleted" directory; deleted directories/folders are 
known in the art to be visible by the user, such as the deleted folder in Microsoft Outlook 
or a spam folder in webmail; additionally, [0049] outlines a user reviewing e-mails 
received in order to specify them as unaccepted or accepted; therefore, comparing the 
source would be after the message is received by the user. 

However, a user reviewing e-mails received in order to specify them as 
unaccepted or accepted is different from comparing by the computer system the source of 
the received electronic message with the sources in the first and second stored lists 
specifying one or more electronic message sources to which automated reply electronic 
messages are allowed to be sent. Particularly, it is noted that automated reply electronic 
messages are sent when a user is absent, which means that the user cannot review the 
emails to determine whether or not to send an automated reply electronic message. 

Hosmer discloses a method of processing a request subject to conflicting policies 
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including a metapolicy function including rules for deciding conflicts between policies. 
In other words, in Hosmer the metapolicy rules are applied to the policy results for 
resolving any conflict in determining which policy result prevails. In the present 
invention, the set of rules used to specify which of the first and the second lists dominates 
when the source only matches a source in one of the first and second lists is a policy 
itself, but not a metapolicy for resolving conflicting policies. 

Finally, it is noted that Applicant has not attacked the references individually 
where the rejections are based on combinations of references. Rather, Applicant has 
argued that the references do not disclose what they were alleged to disclose and thus a 
combination of the references also does not disclose the relevant limitations. If certain 
limitations are not disclosed by any of the cited references, it is reasonable to conclude 
that a combination of the references also does not disclose those limitations. 

Accordingly, the cited references, alone or in combination, fail to disclose or 
suggest each and every element of Claims 1, 22, and 29. Applicant therefore respectfully 
submits that Claims 1, 22, and 29 define over the prior art. Furthermore, as each of the 
remaining claims depends from Claims 1, 22 or 29 while reciting additional features, 
Applicant further respectfully submits that the remaining claims likewise define over the 
prior art. 

Applicant thus respectfully requests that the claim rejections under 35 U.S.C. § 
103 be withdrawn. 

CONCLUSION 

Applicant believes that this application is now in full condition for allowance, 
which action is respectfully requested. Applicant respectfully requests that the Examiner 
call the undersigned if clarification is needed on any matter within this Amendment, or if 
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the Examiner believes a telephone interview would expedite the prosecution of the 
subject application to completion. 

Respectfully submitted, 
NOVAK DRUCE + QUIGG LLP 



Date: March 17, 2009 /Gregory A. Nelson/ 

Gregory A. Nelson, Registration No. 30,577 
Yonghong Chen, Registration No. 56,150 
Customer No. 40987 
525 Okeechobee Boulevard, 15 th Floor 
West Palm Beach, FL 33401 
Telephone: (561)838-5229 
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